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Answer to the Opposition 
 
 
The Applicant Gulam Nasser takes the following position on the various assertions of the 
Opponents: 
 
 
1. Applicant Gulam Nasser ignores if the data given on the identity and activities of the 

Opponents corresponds to the reality. 
 
2. Applicant Gulam Nasser is a citizen of the United Kingdom. 

 
3. Applicant contests that the Opponentu"yqwnf"dg"fcocigf"d{"CrrnkecpvÓu" tgikuvtcvkqp"qh"

vjg" vtcfgoctm" UYKUU" UQHV" ÒP"YJKVG. His arguments will be developed on point 6 
hereunder. 

 
4. On the basis of the USPTO registers, it can be confirmed that Gapardis is the owner of the 

US trademarks No. 2839374, No. 2497918 and No. 2934710. But the following has to be 
specified: 

 
a. U.S. Registrations No. 2839374 and No. 2497918 are exclusively registered in class 

003, for beauty and skin care products, namely soaps, lotions, milks, creams and gel 
for the face and body. 

 
b. The scope of protection of U.S. Registration No. 2934710 is wider, as this application 

covers a wider range of products, but, as the other applications, only in class 003. 
 

c. The Trademark FAIR & WHITE PARIS has been also filed, in particular, in France 
on September 29, 1999, before the World intellectual property organization on 
February 28, 2000 (exhibit 1), and before the UK Intellectual Property Office through 
the International registration (exhibit 2). 

 
5. The assignment of the trademarks from Xavier Tancogne to Gapardis results from the 

Register. The Orrqpgpvu"fqpÓv"vgnn"kh"vjgir trademarks are actually used in the U.S. or not. 
 
6. Opponents argue that the application SWISS UQHV"ÒP"YJKVG"qh" vjg"Cpplicant is used 

with goods that are identical or closely related to goods marketed and distributed by 
Gapardis, and that this Trademark is likely to cause confusion, or to cause mistake, or to 
deceive. These arguments are entirely contested, for the following reasons: 

 
a. First of all, it has to be clarified vjcv"vjg"pcvwtg"cpf"ueqrg"qh"c"rctv{Óu"iqqfu"owuv"dg"

determined on the basis of the goods recited in the application and/or registration 
(Hewlett-Packard Co. v. Packard Press Inc., 281 F.3d 1261, 62 USPQ2d 1001 (Fed. 
Cir. 2002), and not on the basis of the products effectively marketed and distributed 
by the Opponents. 
 

b. To determine the likelihood of confusion, one has to examine the similarity or 
dissimilarity of the marks in their entireties as to appearance, sound, connotation and 
commercial impression. In the prospective, the comparison between the trademarks in 
vjgkt" gpvktgvkgu" fqgupÓv" tgxgcn" cp{" nkmgnkjqqf" qh" eqphwukqp0" Vjg" crrgctcpeg." vjg"
sounds, the connation as well as the commercial impression is clearly different. The 
uqng"ukoknctkv{"ku"vjg"yqtf"ÐyjkvgÑ."yjkej"ku"clearly generic and a weak element of the 
trademarks to be compared. Therefore the likelihood of confusion has to be denied. 
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c. According to the Trademark Manual of Examining Procedure (section 
3429023*d+*xkkk+."Ðwhen assessing the likelihood of confusion between compound word 
marks, one must determine whether there is a portion of the word mark that is 
dominant in terms of creating a commercial impression. Although there is no 
ogejcpkecn"vguv"vq"ugngev"c"ÐfqokpcpvÑ"gngogpv"qh"c"eqorqwpf"yqtf"octm."eqpuwogtu"
would be more likely to perceive a fanciful or arbitrary term rather than a descriptive 
or generic term as the source-indicating feature of the mark. Accordingly, if two 
marks, when viewed in their entireties, create similar overall commercial impressions, 
then confusion is likely (citations omitted). If the common element of two marks is 
ÐygcmÑ"kp"vjcv" kv" ku"igpgtke."fguetkrvkxg"qt"jkijn{"uwiiguvkxg"qh the named goods or 
services, consumers typically will be able to avoid confusion unless the overall 
combinations have other commonality (citations omitted)Ñ0 Cu"vjg"crrnkecpvÓu"qpg."vjg"
Trademarks of the opponents contains compound word marks. The only word that is 
eqooqp"vq"dqvj"vtcfgoctmu"ku"vjg"yqtf"ÐyjkvgÑ0"Kh"qpg"jcu"vq"eqpukfgt"vjcv"vjku"yqtf"
ku" vjg" ÐfqokpcpvÑ" gngogpv" qh" gcej" Vtcfgoctm." kv" ujqwnf" dg" eqpukfgtgf" vjcv" vjg"
CrrnkecpvÓu" qpg" fqgupÓv" etgcvg" cp{" nkmgnkjqqf" qh" eqphwukqp." cu" vjg"yqtf" ÐyjkvgÑ" ku 
clearly a generic and descriptive word. If one has vq"eqpukfgt"vjcv"vjg"yqtf"ÐuqhvÑ"qt"
vjg"yqtf"ÐUykuuÑ"kp"vjg"CrrnkecpvÓu"Vtcfgoctm"ku"fqokpcpv."vjg"tguwnv"ku"vjg"ucog."cu"
qpg"jcu"vq"eqpukfgt"vjcv"vjgtg"kupÓv"cp{ likelihood of confusion, as the dominant words 
ctg"pgkvjgt"kfgpvkecn"pqt"ukoknct"vq"vjg"fqokpcpv"yqtfu"qh"vjg"QrrqpgpvÓu"vtcfgoctmu0 
 

d. Another reason to deny the likelihood of confusion is the origin which appears in the 
yqtfkpi"qh"vjg"vtcfgoctmu"cpf"yjkej"ku"engctn{"fkhhgtgpv"*ÐRctkuÑ"hqt"vjg"Qrronents, 
ÐUykuuÑ" hqt" vjg"Crrnkecpv+0"Gxgt{dqf{."cpf" kp"rctvkewnct"cp{"enkgpv." ku"cdng" vq"ocmg"
the difference and to determine, for instance, that Paris is not the main town of 
Switzerland. 

 
e. Vjg"qrrqpgpvu"ctiwg"cnuq"vjcv"vjg"CrrnkecpvÓu"vtcfgoctm"ku"fgegrvkxe. This is clearly 

not the case. This mark has been duly registered and respects all the legal 
requiremepvu"hqt"uwej"c"tgikuvtcvkqp0"Qdxkqwun{" vjg"CrrnkecpvÓu"vtcfgoctm"ecppqv"dg"
invalidated for deceptiveness. 

 
f. The Applicant has registered the trademark SWKUU"UQHV"ÒP"YJKVG"kp"vjg"WM."cpf"

in the European Community since April 23, 2008 (registration certificates in 
attachment), without any opposition from the Opponents. It is difficult to understand 
the reasons why the Opponents have not made any opposition in the UK and the 
European Community, but only in the U.S.  

 
7. The Applicant ignores when the Opponents began to use their trademarks in the U.S. But 

vjg"rtkqtkv{"enckogf"d{"vjg"Qrrqpgpvu"ku"pqv"tgngxcpv."cu"vjg"CrrnkecpvÓu"vtcfgoctm"fqgu"
not create any likelkjqqf"qh"eqphwukqp"ykvj"vjg"QrrqpgpvÓu"qpgu0 
 

8. As already mentioned, the likelihood of confusion between the trademarks is contested, 
and clearly non-gzkuvgpv0" Eqpugswgpvn{." CrrnkecpvÓu" fgenctcvkqp" qh" jku" tkijv" vq" wug" vjg"
Vtcfgoctm" UYKUU" UQHV" ÒP" YJKVG in commerce was obviously not false and 
fraudulent. 

 
 

 
 


